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Intellectual Property Group

A 25 attorneys, all registered to practice
before the U.S. Patent and
rademark Office)

A 6 IP Assistants / Paralegals
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Biography
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A Damon L. Boyd

U Partner, Snell & Wilmer L.L.P.

U Practice concentrated in intellectual property
and technology law

U Specialize in identifying, protecting, enforcing
and maximizing the value of intellectual
property

U Practice areas include patent and trademark
prosecution, licensing and intellectual property
driven business transactions, intellectual
property litigation, domain name disputes,
Internet issues, and social media matters
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What Is Intellectual Property?

A Intellectual Property includes tangible
and intangible ideas, information and
things that are created or derived and
that have a commercial value

A Intellectual Property rights have the
status of other property, and like
tangible property, gives the owner the
right to exclude others from access to
or use of their property
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Right to Exclude
V.
Right to Use
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Areas of Intellectual Property

A Trademarks

A Copyrights

A Patents

A Trade Secrets
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Trademarks

A Trademarks are words or symbols
which identify the source of goods
and services and which protect the
busi nesso0 goodwi | |
regarding those goods and services
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Trademark Examples

A Words
U Coca Cola®
USt arbuckosE

A Symbols
UNI kebs nswoosho
UAppl ebs nappl eo

A Trade Dress
UhShapeso (e.g., Coke
U Colors (e.qg., UPS trucks)
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Can | Obtain a Trademark?

A FIrst question

Can my business use this
trademark without conflict?

Snell & Wilmer



Likelihood of Confusion

A Use of a trademark must not result in
a likelihood of confusion with another
trademark

U Likelihood of confusion is based on
numerous factors, including similarities
In sight, sound and meaning

A Minimize risk by conducting
trademark searching
U USPTO
U Commonlaw
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Can mark function as a trademark?

A Second Question

Is this something my business can
protect as a trademark?
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nNSpectrumo of Disti

A Generic

A Descriptive
U Acquired distinctiveness

A Suggestive
A Arbitrary/Fanciful
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Acquisition of Rights

Snell & Wilmer

A Trademark rights can be acquired through

actual use of the mark in commerce

A Strength of the mark depends on the

distinctiveness of the mark in connection
with the relevant goods and services

A By filing an application for Federal

Trademark with the USPTO based on
actual use or good faith intent to use the
mark

U Prosecution of trademark application
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Using a Trademark

A
A
A

A

Jse a trademark so that it stands out
Donot use a tradem

Donot use a tradem
descriptive adjective

Donot abbrevi ate a
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Trademark Assignments

A Like other property rights, trademarks can
be assigned

A Assignment in Gross

U A trademark assignment must include the
transfer of the goodwill accrued in the mark
assigned

U An assignment in gross is unenforceable and
invalid
U Where there has been an assignment in gross,

the trademark will be deemed abandoned and
neither party will have any rights in the mark

Snell & 'Wi]mer ©2010 Snell & Wilmer L.L.P.



Trademark Licenses

A Requirement of quality control, I.e.,
must control nature and quality of the
products to ensure that the quality of
the products are equal to the
product 0s assocl at
mark

A Failure to control quality can result in
a haked license and abandonment
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Copyrights

A A copyright protects the expression of the
work, but not the underlying idea, method
or system

U Music

U Art

U Photographs
U Writings
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Copyright Protection

A One of the easiest types of IP to obtain

U A copyright arises automatically as soon
as the work is fixed in a tangible
medium

U The author of the copyrighted work is
the owner, unless otherwise by
agreement

Snell & 'Wi]mer ©2010 Snell & Wilmer L.L.P. 18



Copyright Includes a
Bundle of Rights

AThe fnbundl eo 1 ncludes
U Reproduction
U Adaptation
U Publication
U Performance
U Display
A Each right may be subdivided and owned
and enforced separately

A A license, actual or implied, under one,
may not cover others
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Copyright Registration

A Registration
U Required for filing complaint
U Actual damages

U Statutory damages
- $750-30,000
- $150,000 for willful
- Fees
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Patents

A Generally believed to be the
strongest from of protection

A A legal document which describes
the invention and sets forth the metes
and bounds of the protection

A Protects against even innocent
copying and against duplication
obtained through legitimate reverse
engineering activities
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Right to Use

A Patent protection affords only the
right to exclude others from making,
using, selling or offering to sell
products or services falling within the
scope of the patent claims

A Patentabllity versus Infringement:
Stool and Chair Example
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Stool vs. Chair

Stool

A A sitting device
comprising:
U a horizontal seat,
and

U four vertically
extending
members

Snell & Wilmer

Chair

A An improved sitting
device comprising:
U a horizontal seat,

U four vertically
extending
members, and

U a vertical back
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| want to get a Patent for
my product or process |
what do | need to consider?
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Considerations

A Confidentiality and Public Disclosure

A Statutory Bars, including Public Use,
Offer for Sale, Printed Publications

A Foreign rights
A Trade Secrets
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Acquiring Patent Rights

A To be patentable the invention must
be:

U Useful

U New

U Nonobvious
A Prior Art Searching
A Application

A Prosecution
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Marking Issues

A Appropriate marking of intellectual
property matters provides notice to
the public that can afford the
intellectual property owner various
remedies under the law

A Unregistered marks should be
identified with the recognized symbol
M or ™ while registered trademarks
should be identified though use of ®
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Marking ISsues cont s

A Copyright notice should be provided by the
name of the copyright owner, the year of
creation, and the copyright symbol which
IS ©. For example, © 2010 Snell & Wilmer

A Products or services covered within the
claims of a patent application should be
l denti fi ed as nNpatent
pend. , 0 while i1Issued
identified by the U.S. Patent Number.
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Litigation Considerations

A Strength of Case
A Cost
A Length of Litigation

A Form of relief
U Injunctive
U Damages
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Additional Topics for Consultation
with IP Attorneys

A Questions relating to technical
subject matter

A Software or firmware
A Internet related disputes
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